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□ Responsive to communication(s) filed on . 

□ This action is FINAL. 

□ Since this application is in condition for allowance except for formal matters, prosecution as to the merits is closed 
in accordance with the practice under Ex parte Quayle, 1935 CD. 11; 453 O.G. 213. 



A shortened statutory period for response to this action is set to expire 



month(s), or thirty days, whichever 



is longer, from the mailing date of this communication. Failure to respond within the period for response will cause the 
application to become abandoned. (35 U.S.C. § 133). Extensions of time may be obtained under the provisions of 
37 CFR 1.136(a). 



Disposition of Claims 

Kl Claim(s) 1-36 



is/are pending in the application. 



Of the above, clalm(s) 
□ Claim(s) 



Kl Ciaim(s) 1-36 

□ Claim{s) 

□ Claims 



is/are withdrawn from consideration. 

is/are allowed. 

is/are rejected. 

is/are objected to. 



are subject to restriction or election requirement. 



Application Papers 

□ See the attached Notice of Draftsperson*s Patent Drawing Review, PTO-948. 

□ The drawing(s) filed on is/are objected to by the Examiner. 

Cipproved 



□ The proposed drawing correction, filed on 

□ The specification is objected to by the Examiner. 

□ The oath or declaration Is objected to by the Examiner. 



IS 



Qisapproved. 



Priority under 35 U.S.C. § 119 

Kl Acknowledgement Is made of a claim for foreign priority under 35 U.S.C. § 1 19(a)-(d). 
Kl All □ Some* DNone of the CERTIFIED copies of the priority documents have been 
Kl received. 

□ received in Application No. (Series Code/Serial Number) ' . 

□ received in this national stage application from the International Bureau (PCT Rule 17.2(a)). 
*Certified copies not received: 



□ Acknowledgement Is made of a claim for domestic priority under 35 U.S.C. § 1 19(e). 

Attachment(s) 

Kl Notice of References Cited, PTO-892 

□ information Disclosure Statement(s), PTO-1449, Paper No(s). 

□ Interview Summary, PTO-413 

□ Notice of Draftsperson's Patent Drawing Review, PTO-948 

□ Notice of Informal Patent Application, PTO-152 
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Application/Control Number: 09/327 1 67 Page 2 

Art Unit: 2852 

DETAILED ACTION 
Priority 

1 . Receipt is acknowledged of papers submitted under 35 U.S.C. 1 19(a)-(d), which papers 
have been placed of record in the file. 

Title 

2. The title of the invention is not descriptive. A new title is required that is clearly indicative 
of the invention to which the claims are directed. 

Claim Rejections - 35 USC § 102 

3. The following is a quotation of the appropriate paragraphs of 35 U.S.C, 102 that form the 
basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless ~ 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public use or 
on sale in this country, more than one year prior to the date of application for patent in the United States. 

4. Claims 1-4, 18-20, 23-32, and 36 are rejected under 35 U.S.C. 102(b) as being anticipated 
by Nanba. The image forming apparatus by Nanba teaches an image bearing means 10 for bearing 
a toner image; an intermediary transfer member 20; wherein the toner image is electrostatically 
transferred from said image bearing means onto said intermediary transfer member 20, and then 
transferred from said intermediary transfer member 20 onto a transfer material; wherein said 
intermediary transfer member 20 includes a first layer 22 and a second layer 21, provided on said 
first layer, for receiving the toner image from said image bearing means, and wherein said second 
layer has a volume resistivity smaller than that of said first layer (constitution: lines 1-5). The 
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volume resistivity of said first layer is 10'* to 10^^ Ohm.cm and the volume resistivity of said 
second layer is 10'*^ to 10*"^ Ohm.cm (constitution: lines 1-5). The volume resistivity of said first 
layer is 10*' to 10'^ Ohm.cm, and the volume resistivity of said second layer is 10'^ to lO'"* 
Ohm.cm (constitution: lines 1-5). The apparatus further has transfer means 30 for 
electrostatically transferring the toner image from said image bearing means onto said 
intermediary transfer member, wherein said transfer means applied a voltage to such a side of said 
intermediary transfer member as is opposite from a side thereof for receiving the toner image. 
The intermediary transfer member is in the form of a belt. The apparatus further has supporting 
means for supporting said intermediary transfer member and the supporting means is provided 
v^th a plurality of rollers (Figure 1). The voltage has a polarity opposite from a regular charging 
polarity of the toner to cause the transfer of the toner form the image bearing member to the 
intermediate transfer member. The transfer means is provided with an unillustrated voltage 
source for supplying the voltage. A plurality of the toner images are transferred onto said 
intermediary transfer member so that an overlaid toner image is formed thereon, and the overlaid 
images are transferred from said intermediary transfer member onto the transfer material (Figure 
1). The image bearing means 10 is provided with an image bearing member capable of bearing 
different color toner images. The image bearing means 1 0 is provided with a plurality of image 
bearing members for bearing different color toner images, respectively. The intermediary transfer 
member is in the form of a belt 20. 
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Claim Rejections - 35 USC § 103 

5. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all obviousness 

rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in 
section 102 of this title, if the differences between the subject matter sought to be patented and the prior art are 
such that the subject matter as a whole would have been obvious at the time the invention was made to a person 
having ordinary skill in the art to which said subject matter pertains. Patentability shall not be negatived by the 
manner in which the invention was made. 

6. This application currently names joint inventors. In considering patentability of the claims 
under 35 U.S.C. 103(a), the examiner presumes that the subject matter of the various claims was 
commonly owned at the time any inventions covered therein were made absent any evidence to 
the contrary. Applicant is advised of the obligation under 37 CFR 1 .56 to point out the inventor 
and invention dates of each claim that was not commonly owned at the time a later invention was 
made in order for the examiner to consider the applicability of 35 U.S.C. 103(c) and potential 35 
U.S.C. 102(f) or (g) prior art under 35 U.S.C. 103(a). 

7. Claims 5-12, 15-17, and 33-35 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over Nanba in view of Takekoshi et al. Nanba teaches an apparatus wherein a plurality of the 
toner images are transferred onto said intermediary transfer member so that an overlaid toner 
image is formed thereon, and the overlaid images are transferred from said intermediary transfer 
member onto the transfer material (Figure 1). The image bearing means is provided with an 
image bearing member capable of bearing different color toner images (Figure 1). The image 
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bearing means is provided with a plurality of image bearing members for bearing different color 
toner images, respectively (Figure 1). The apparatus further has a transfer means for 
electrostatically transferring the toner image from said image bearing means onto said 
intermediary transfer member, wherein said transfer means applied a voltage to such a side of said 
intermediary transfer member as is opposite from a side thereof for receiving the toner image 
(Figure 1). A plurality of the toner images are transferred onto said intermediary transfer member 
so that an overlaid toner image is formed thereon. Nanba does not teach that the second layer has 
a thickness of 1 -5 microns. 

Takekoshi et al. teaches a second layer has a thickness of 1-5 microns. The intermediary 
transfer member is provided with a base layer 83 for supporting said first layer. The intermediary 
transfer member wherein a first layer has a thickness larger than that of a second layer (Figure 4). 
The base layer is not recited as being an elastic or rubber layer; however, it would have been 
obvious to one of ordinary skill in the art at the time the invention was made to select the 
appropriate material for the base layer since it has been held that selecting a known material on 
the basis of its suitability for the intended use is a matter of obvious design choice. In re Leshin, 
125 USPQ 416. It would have been obvious to one of ordinary skill in the art at the time the 
invention was made to use the teaching of Takekoshi et al. with the image forming device of 
Nanba to select the appropriate thickness for the top layer of the intermediate transfer member. 
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8. Claims 14 and 21-22 rejected under 35 U.S.C. 103(a) as being unpatentable over Nanba in 
view of Takeuchi et al. Nanba does not teach a transfer roller nor discuss the polarity of charging 
voltage. 

Takeuchi et al. teaches a transfer means is provided with a roller contactable to such a 
side of said intermediary transfer member as is opposite from a side thereof for receiving the toner 
image (Figure 1). The transfer means is provided with a voltage source 62 for supplying the 
voltage. The transfer means is provided with a roller contactable to such a side of said 
intermediary transfer member as is opposite from a side thereof for receiving the toner image 
(Figure 1). The apparatus further comprising charging means 2 for charging a surface of said 
image bearing means to a polarity which is the same as a regular charging polarity of the toner 
(column 6, lines 46-54, column 6, lines 1 1-20). It would have been obvious to one of ordinary 
skill in the art at the time the invention was made to use a transfer roller as taught by Takeuchi et 
al. in place of a corona charging device of Nanba to reduce ozone. 

9. Claim 13 is rejected under 35 U.S.C. 103(a) as being unpatentable over Nanba in view of 
Takekoshi as applied to claims 5, 7-12, 15-17, 33, and 35 above, and further in view of Takeuchi 
et al. Nanba does not teach a transfer roller nor discuss the polarity of charging voltage. 

Takeuchi et al. teaches an apparatus utilizes normal developing in that the charging 
voltage has a polarity opposite from a regular charging polarity of the toner (column 6, lines 46- 
54, column 6, lines 1 1-20). The transfer means is provided with a voltage source 73 for supplying 
the voltage. It would have been obvious to one of ordinary skill in the art at the time the 
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invention was made to select the appropriate polarity for the charging voltage since the examiner 
takes official notice that normal development and reverse development are functionally equivalent 
methods of forming toner images in an image forming device and the selection of any of these 
known equivalents to form a toner image would be within the level of ordinary skill in the art. It 
would have been obvious to one of ordinary skill in the art at the time the invention was made to 
use a transfer roller as taught by Takeuchi et al. in place of a corona charging device of Nanba to 
reduce ozone. 

Relevant Art of Record 

10. The prior art made of record and not relied upon is considered pertinent to applicant's 
disclosure. Seto et al. teaches a multi-layered intermediate transfer belt having a higher surface 
layer resistance than that of a base layer. Ishibashi teaches a transfer belt having two layers and 
the top layer has a thickness of 5 microns or less and a higher resistance than the second layer. 

Contact Information 

1 1 . Any inquiry concerning this communication or earlier communications from the examiner 
should be directed to Quana Grainger whose telephone number is (703) 308-7616. The examiner 
can normally be reached on M-F from 7:30am to 4pm. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's supervisor, 
Arthur Grimley, can be reached on (703) 308-1373. The fax phone number for this Group is 
(703) 305-3432. 
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Any inquiry of a general nature or relating to the status of this application or proceeding 
should be directed to the Group receptionist whose telephone number is (703) 308- 0956. 




October 18, 1999 



